Interview Summary 


Application No. 

09/068,278 

Examiner 


Applicant(s) 

LOCHER ET AL. 
Art Unit 1 


Erica E Cadugan 3722 

All participants (applicant, applicant’s representative, PTO personnel): 

Erica E Cadugan . (3) . 

(2) Robert KestenbauiR • (4) • 

Date of Interview: 04 June 2003 . 

Type: a)E Telephonic b)D Videoconference 

c)D Personal [copy given to: 1)D applicant 2)D applicant’s representative] 

Exhibit shown or demonstration conducted: d)D Yes e)[3 No. 

If Yes, brief description: . 

Claim(s) discussed: n/a. 

Identification of prior art discussed: none . 

Agreement with respect to the claims f)D was reached. g)D was not reached. h)E N/A. 


Substance of Interview including description of the general nature of what was agreed to if an agreement was 
reached, or any other comments: See Continuation Sheet . 

(A fuller description, if necessary, and a copy of the amendments which the examiner agreed would render the claims 
allowable, if available, must be attached. Also, where no copy of the amendments that would render the claims 
allowable is available, a summary thereof must be attached.) 

THE FORMAL WRITTEN REPLY TO THE LAST OFFICE ACTION MUST INCLUDE THE SUBSTANCE OF THE 
INTERVIEW. (See MPEP Section 713.04). If a reply to the last Office action has already been filed, APPLICANT IS 
GIVEN ONE MONTH FROM THIS INTERVIEW DATE TO FILE A STATEMENT OF THE SUBSTANCE OF THE 
INTERVIEW. See Summary of Record of Interview requirements on reverse side or on attached sheet. 




Examiner Note: You must sign this form unless it is an 

Attachment to a signed Office action. Examiner’s signature, if required 

U.S. Patent and Trademark Office 

PTO-413 (Rev. 04-03) 


Interview Summary 


Paper No. 32 




Summary of Record of Interview Requirements 


Manual of Patent Examining Procedure (MPEP), Section 713.04, Substance of Interview Must be Made of Record 

A complete written statement as to the substance of any face-to-face, video conference, or telephone interview with regard to an application must be made of record in the 
application whether or not an agreement with the examiner was reached at the interview. 

Title 37 Code of Federal Regulations (CFR) § 1.133 Interviews 
Paragraph (b) 

In every instance where reconsideration is requested in view of an interview with an examiner, a complete written statement of the reasons presented at the interview as 
warranting favorable action must be filed by the applicant. An interview does not remove the necessity for reply to Office action as specified in §§ 1.111, 1.135. (35 U.S.C. 132) 

37 CFR §1 .2 Business to be transacted in writing. 

All business with the Patent or Trademark Office should be transacted in writing. The personal attendance of applicants or their attorneys or agents at the Patent and 
Trademark Office is unnecessary. The action of the Patent and Trademark Office will be based exclusively on the written record in the Office. No attention will be paid to 
any alleged oral promise, stipulation, or understanding in relation to which there is disagreement or doubt. 


The action of the Patent and Trademark Office cannot be based exclusively on the written record in the Office if that record is itself 
incomplete through the failure to record the substance of interviews. 

It is the responsibility of the applicant or the attorney or agent to make the substance of an interview of record in the application file, unless 
the examiner indicates he or she will do so. It is the examiner’s responsibility to see that such a record is made and to correct material inaccuracies 
which bear directly on the question of patentability. 

Examiners must complete an Interview Summary Form for each interview held where a matter of substance has been discussed during the 
interview by checking the appropriate boxes and filling in the blanks. Discussions regarding only procedural matters, directed solely to restriction 
requirements for which interview recordation is otherwise provided for in Section 812.01 of the Manual of Patent Examining Procedure, or pointing 
out typographical errors or unreadable script in Office actions or the like, are excluded from the interview recordation procedures below. Where the 
substance of an interview is completely recorded in an Examiners Amendment, no separate Interview Summary Record is required. 

The Interview Summary Form shall be given an appropriate Paper No., placed in the right hand portion of the file, and listed on the 
“Contents” section of the file wrapper. In a personal interview, a duplicate of the Form is given to the applicant (or attorney or agent) at the 
conclusion of the interview. In the case of a telephone or video-conference interview, the copy is mailed to the applicant’s correspondence address 
either with or prior to the next official communication. If additional correspondence from the examiner is not likely before an allowance or if other 
circumstances dictate, the Form should be mailed promptly after the interview rather than with the next official communication. 

The Form provides for recordation of the following information: 

- Application Number (Series Code and Serial Number) 

- Name of applicant 

- Name of examiner 

- Date of interview 

- Type of interview (telephonic, video-conference, or personal) 

- Name of participant(s) (applicant, attorney or agent, examiner, other PTO personnel, etc.) 

- An indication whether or not an exhibit was shown or a demonstration conducted 

- An identification of the specific prior art discussed 

- An indication whether an agreement was reached and if so, a description of the general nature of the agreement (may be by 
attachment of a copy of amendments or claims agreed as being allowable). Note: Agreement as to allowability is tentative and does 
not restrict further action by the examiner to the contrary. 

- The signature of the examiner who conducted the interview (if Form is not an attachment to a signed Office action) 

It is desirable that the examiner orally remind the applicant of his or her obligation to record the substance of the interview of each case. It 
should be noted, however, that the Interview Summary Form will not normally be considered a complete and proper recordation of the interview 
unless it includes, or is supplemented by the applicant or the examiner to include, all of the applicable items required below concerning the 
substance of the interview. 

A complete and proper recordation of the substance of any interview should include at least the following applicable items: 

1) A brief description of the nature of any exhibit shown or any demonstration conducted, 

2) an identification of the claims discussed, 

3) an identification of the specific prior art discussed, 

4) an identification of the principal proposed amendments of a substantive nature discussed, unless these are already described on the 
Interview Summary Form completed by the Examiner, 

5) a brief identification of the general thrust of the principal arguments presented to the examiner, 

(The identification of arguments need not be lengthy or elaborate. A verbatim or highly detailed description of the arguments is not 
required. The identification of the arguments is sufficient if the general nature or thrust of the principal arguments made to the 
examiner can be understood in the context of the application file. Of course, the applicant may desire to emphasize and fully 
describe those arguments which he or she feels were or might be persuasive to the examiner.) 

6) a general indication of any other pertinent matters discussed, and 

7) if appropriate, the general results or outcome of the interview unless already described in the Interview Summary Form completed by 
the examiner. 

Examiners are expected to carefully review the applicant’s record of the substance of an interview. If the record is not complete and 
accurate, the examiner will give the applicant an extendable one month time period to correct the record. 

Examiner to Check for Accuracy 

If the claims are allowable for other reasons of record, the examiner should send a letter setting forth the examiner’s version of the 
statement attributed to him or her. If the record is complete and accurate, the examiner should place the indication, “Interview Record OK" on the 
paper recording the substance of the interview along with the date and the examiner’s initials. 



Continuation Sheet (PTO-413) 


Application No. 09/068,278 


Continuation of Substance of Interview including description of the general nature of what was agreed to if an 
agreement was reached, or any other comments: Examiner called to find out if a response to the final office action 
mailed November 22, 2002 had been filed, or if the case was abandoned, noting that the interview summary in the 
case (paper No. 31) mailed March 13, 2003 indicated that the letter Mr. Kestenbaum filed on March 10, 2003 (while 
Examiner Cadugan was on extended leave) did not address all of the outstanding rejections and issues, and that the 
interview summary clearly stated that applicant's time for response to the final rejection mailed on 11/22/2002 was still 
running. Mr. Kestenbaum stated that the time period for response had been restarted by Examiner Wellington, and 
that he still had time to respond. Noting that the case file did not contain any indication of a restart of the time period 
for response, and again noting that the interview summary mailed March 10, 2003 clearly stated that the time for 
response was continuing to run from 1 1/22/02, Examiner asked Mr. Kestenbaum to fax a copy of the papers he 
received that indicated a restart of the time period. Mr. Kestenbaum faxed the attached sheets (pp. 1-22). Examiner 
reviewed the faxed sheets, and recontacted Mr. Kestenbaum, indicating that what he faxed appeared to be a copy of 
the same interview summary (paper no. 31) that Examiner mentioned previously that indicated that time was still 
running from 1 1/22/02, and also appeared to be a courtesy copy of the final office action that had been mailed 
1 1/22/02, which courtesy copy was faxed from the PTO (as evidenced by the date stamp in the upper left corner of the 
apparent courtesy copy) by an unknown individual. Examiner indicated that there appeared to be no paperwork in the 
fax indicating that the time period had been restarted. Mr. Kestenbaum stated that the last page of the office action 
that he faxed to the Examiner indicated that there was a three-month shortened statutory period for response, and that 
he was still inside that three-month time period. Mr. Kestenbaum also stated that he was under the impression that the 
office action he faxed to the Examiner was sent to him by the office in response to the letter that he filed on March 10, 
2003. Examiner stated that our records did not show any mailing of such an office action (in response to his letter), 
again noted that the interview summary clearly stated that the letter filed on March 10, 2003 was being treated as a 
miscellaneous letter since it did not address the art rejections in the case, again noted that the interview summary 
clearly stated that the time period continued to run from Nov. 2002, and also noted that the date on the last page of the 
office action faxed by Mr. Kestenbaum was November 19, 2002, which was the same date that was on the last page of 
the office action mailed November 22, 2002. . 
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APPLICATION NO. 

09/068,276 : 


FILING DATE 


PIR$T NAMED INVENTOR 


BEATLOCHER 


| ATTORNEY POCKET NO, | CONFIRMATION NO. 
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7590 03 / 13/2003 

M ROBERT KESTENB AUM 
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ALBUQUERQUE, NM 37111 



CADUGAN, ERICA E 



3722 

DATE MAILED: 03/13/2003 


: Please find below and/or attached an Office communication concerning this application or proceeding. 
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Interview Summary 


Application No. 

09/068,278 

Examiner 

A. U. Wellington 


Applicants) 
LOCHERET AL. 



All participants (applicant, applicant’s representative, PTO personnel): 

(1) A. L. Wellington . (3) 

(2) Robert Ke$t$nb$um , (4) 


I Date of Interview: 12 March 2003 . 

i 

; Type: a)E<] Telephonic b)0 Video Conference 

; c)D Personal [copy given to: 1)D applicant 2)E] applicant's representative] 

I Exhibit shown or demonstration conducted: d)[ I Yes e)^ No. 

] If Yes, brief description: . 

i Claim(s) discussed: n/a . 

j Identification of prior art discussed: Woleimann '926 and. Koch '598 . 

\ Agreement with respect to the claims f)i I was reached. q)l I was not reached. h)El N/A. 

j Substance of Interview including description of the general nature of what was agreed to if an agreement was 

reached, or any other comments: Verified receipt of priority claim argument of Swiss Application 3235 /paper# 30), 
i Informed applicant that there are outstanding rejections and issues that were not addressed nor overcome bv the 


rioritv ofthe Swiss document therefore the caper received will be entered as a miscellaneous paoerand applicants 


time for response to the Final Reiection mailed on 1 1/22/02 is still runnin 


! (A fuller description, if necessary, and a copy of the amendments which the examiner agreed would render the claims 
i allowable, if available, must be attached. Also, where no copy of the amendments that would render the claims 
; allowable is available, a summary thereof must be attached.) 

; THE FORMAL WRITTEN REPLY TO THE LAST OFFICE ACTION MUST INCLUDE THE SUBSTANCE OF THE 
1 INTERVIEW. (See MPEP Section 713.04). If a reply to the last Office action has already been filed. APPLICANT IS 
| GIVEN ONE MONTH FROM THIS INTERVIEW DATE TO FILE A STATEMENT OF THE SUBSTANCE OF THE 
j INTERVIEW.. See Summary of-Record of Interview reqHirements-on reverse side or on attached sheet. 


A. L WELLINGTON 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 3700 


; Examiner Note: You must sign this form unless it is an 
j Attachment to a signed Office action. 


Examiner's signature, if required 
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j Summary of Record of Interview Requirements 

! Manual of Patent Examining Procedure (MFEP), Section 713.04, Substance oflntervlew Must ba MadD af Record 

! a complete written etaiemeitt as to the substance of any fece-to-fsce, video conference, or telephone interview with regard to an application must be made of record in Uib 
: application whether or not on agreement with the examiner was reached at the interview. 

i Title 37 Code of Faderal Regulations (CFR) § 1.133 Interviews 

ParaGraph (b) 

j In every instance where reconsideration is requested in view of an Interview wtth an examiner, a complete written statement of the reasons presented at the Interview as 
i warranting favorabte acton must be filed by the applicant An interview does not remove the necessity for reply to Office action es specified in §§ 1 ,111, 1 .13S, (35 U.S.C. 1 32) 

i 37 CFR §1.2 Business to bo transacted in writing. 

j All business with tho Patent or Trademark Office should be transacted in writing. The personal attendance of applicants ar their attorneys or agents at the Patent and 
! Trademark Office is unnecessary. The action of the Patent and Trademark Office will be based exclusively on the written record In the Office. No attention will bo paid to 
I arty alleged oral promise, stipulation, or understanding in relation to which there is disagreement or doubt. 


Th© action of the Patent and Trademark Office cannot be based exclusively on the written record in the Office If that record Is itself 
incomplete through the failure to record the substance of interviews. 

It is the responsibility of the applicant or the attorney or agent to make the substance of an Interview of record in the application file, unless 
th© examiner indicates he or she will do so. It Is the examiner's responsibility to see that such a record is made and to correct material inaccuracies 
which boar directly on the question of patentability. 

Examiners must complete an Interview Summery Form for each inteivlew held where a matter of substance has been discussed during the 
interview by checking the appropriate boxes. ancLfiUing_to the blanks, -Discussions regarding only -procedural matters, directed-solely to restriction ■ 
requirements for which interview recordation is otherwise provided for in Section 812.01 of the Manual of Patent Examining Procedure, or pointing 
out typographical errors or unreadable script In Office actions or the tike, are excluded from the Interview recordation procedures below. Where the 
substance of an interview is completely recorded in an Examiners Amendment, no separate Interview Summary Record is required. 

Tho Interview Summary Form shall be given an appropriate Paper No. ( placed in the right hand portion of the file, and listed on the 
“Contents" section of the file wrapper. In a personal interview, a duplicate of the Form is given to the applicant (or attorney or agent) at the 
conclusion of the interview. In the case of a telephone or video-conference interview, the copy is mailed to the applicant's correspondence address 
either with or prior to the next official communication. If additional correspondence from the examiner is not likely before an allowance or if other 
circumstances dictate, the Form should be mailed promptly after the Interview rather than with the next official communication. 


The Form provides for recordation of the following Information: 
j - Application Number (Series Code and Serial Number) 

: - Name of applicant 

- Name of examiner 

- Data of interview 

- Type of interview (telephonic, video-conference, or personal) 

i - Name of participants) (applicant attorney or agent, examiner, other FTO pereonnel. etc.) 

! - An indication whether or not an exhibit was shown or a demonstration conducted 

j - An identification of the specific prior art discussed 

; - An Indication whether an agreement was reached and if so, a description of the general nature of the agreement (may be by 

j attachment of a copy of amendments or claims agreed as being allowable). Note: Agreement as to allowability is tentative and does 

j not restrict further action by the examiner to the contrary. 

| - The signature of the examiner who conducted the Interview (If Form Is not an attachment to a signed Office action) 

it is desirable that the examiner orally remind the applicant of his or her obligation to record the substance of the Interview of each case 
j unless both applicant and examiner 3 gree that the examiner will record same. Where the examiner agrees to record the substance of the interview, 

• or when it is adequately recorded on the Form or in an attachment to the Form, the examiner should check the appropriate box at the bottom of the 
i Form which informs the applicant that the submission of a separate record of the substance Of the interview as a supplement to the Form is not 
j required. 

It should be noted, however, that the Interview Summary Form will not normally be considered a complete and proper recordation of the 
j interview unless -it includes, or b-suppiemented*by the-applicant-or therexamirrerta mdada - , airbfthe'appli^ible Items required* below concerning the 
I substance of the interview. 

j 

j A complete and proper recordation of the substance of any interview should include at least the following applicable items: 

1) A brief description of the nature of any exhibit shown or any demonstration conducted, 

; 2) an identification of the claims discussed, 

| 3) an identification of the specific prior art discussed, 

4) an identification of the principal proposed amendments of a substantive nature discussed, unless these are already described on the 
j Interview Summary Form completed by the Examiner, 

\ 5) a brief identification of the general thrust of the principal arguments presented to the examiner. 

(The identification of arguments need not be lengthy or elaborate. A verbatim or highly detailed description of the arguments Is not 
! required. The Identification of the arguments is sufficient if the general nature or thrust of the principal arguments made to the 

; examiner can be understood in the context of the application file. Of course, the applicant may desire to emphasize and fully 

describe those arguments which he or she feels were or might be persuasive to the examiner.) 

| 6) a general indication of any other pertinent matters discussed, and 

j 7) if appropriate, the general results or outcome of the Interview unless already described in the Interview Summary Form completed by 

i the examiner. 

j 

Examiners are expected to carefuDy review the applicant's record of the substance of an interview. If the record is not complete and 
I accurate, the examiner will give the applicant an extendable one month time period to correct the record. 

Examiner to Check for Accuracy 

If the claims are allowable for other reasons of record, the examiner should send a letter setting forth the examiner's version of the 
! statement attributed to him or her. If the record is complete and accurate, the examiner should place the indication, “Interview Record OK" on the 
; paper recording the substance of the interview along wtth the data and the examiner's initials. 

: 2 


C00@ 


jmVON3IS33I XH 390 K 


S9S0CZCS0S XVd TV-Zl C00Z/*0/9O 


03/13/03 rau 15:32 FAX 703 3OS7057 

i • o j 

i 

Unit™ S-pags and Tk^pet^rac Ofttce. 


us patent <(auj!i wfiyjfea UJ8JSB3] Wd wm eo/fr/9 P < S980G3CS05 > iuojj paAiaaaa 

; ' ) 



/\PPIOCaT!ON KOL 


nUfJODATE 


I 


Ujumoi irfATid i Lf £o*ik£*fcii 

• f c Q>d Twdnnirk 

)S^SSSSSSSl^ OF t*TWTi AK6 T*aT*^A**=> 
p.c. »ni 


nasii MXfteD BWEKToa 


WrtHi9,27$ 


07 / 64/1998 


' BEAT LO CHER 


7590 030*2001 

M ROBERT KESTEHB AUM 
11011 BERMUDA DUNES NE 
ALBUQUERQUE, NM 37111 


Please find below and/or attached an Office coxnmi 


iUru 


PTQ-90C (Rov. 07-00 


| attorney pocket no, | aainRMA'noN no, \ 
kOSSJl -PC/P 2154 


ExaMWER 


artunit 


cadugan, erica e 

1 


FAFER NUMBER | 


vm 

OATB MAILED! 03/13/2003 


icatioD. co t 1 r ^rn i n litis application or procecding- 


frOO® 


RnVEM3XS3H XHH90 R 


S990CZCS0S XVd C00Z/*0/90 




03/13/03 THU 15:27 FAS 703 3087957 

I . o 


US patent ([3UJ!1 )m6;|Abq lUd^seg] wd C0/W9 ^ < 9980C3€S09 > uiojj p3A;a3a^ 

o 


Application/Control Number: 09/068,278 
Art Unit: 3722 

DETAILED ACTION 


Page 2 


Faxing of Responses to Office Actions 

1 In order to reduce pendency and avoid potential delays, TC 3700 is encouraging FAXing 
of responses to Office Actions directly into the Group at (703) 872-9302. This practice may be 
used for filing papers not requiring a fee. It may also be used for filing papere which require a 
fee by applicants who authorize charges to &PTO deposit account. Please identify the examiner 
and art unit at the top of your cover sheet. Papers submitted via FAX into TC 3700 will be 
promptly forwarded to the examiner. 

Bhction/Restricdons 

2 For purposes of clarity, for the reasons set forth in the office action marled February 27, 
2001, claims 39-130 are pending in this application and of these, claims 50-74, S3, 86, 91-99, 

1 1 4, 1 1 9, 124, and 126-130 are withdrawn from consideration. 

O aih/D eclu ratio n 

3, The oath or declaration is defective. A new oath or declaration in compliance with 37 
CFR 1 .67(a) identifying this application by application number and filing date is required. See 
MPEP §§ 602.0 1 and 602.02. While it is recognized that Applicant stated, in the response 
submitted August 27, 2002, that "{Applicant will promptly submit a Declaration making the 
appropriate changes to this application, as necessary", until Applicant has done so, the present 

objection to the declaration still applies. 

To restate the previously set forth explanation of why the oath or declaration is defective, 
the oath or declaration is defective because: it improperly claims benefit under 35 USC 120 (in 
the most recently filed declaration - in the older one h improperly claimed benefit of this 
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Application/Confrol Number: 09/068,278 
Ait Unit: 3722 


Page 3 


application under 35 USC 1 19) of PCT/EP97/05216. Note that the present application was filed 
under 35 USC 371 as being the national stage application of PCT/EO97/05216, and that the 
notice of acceptance of the present application under 35 USC 371 (paper number 6) was mailed 
on July 14, 1 999. Thus, the present application thus may not claim benefit of the filing date of 


I 


| 

i 


l 


| 

i 

i 


the international application of which it is the national stage since its filing date is the date of 
filing of that international application. See MPEP § 1893.03(c). In other words, it la improper 
for the present 371 application to claim priority to itself. 

It is noted that Applicant staled (on page 22 of the response submitted 8/27/02) the 


following: 

In numbered paragraph 12, the Examiner quotes Applicant’s stat ement that the 
application was filed as a national stage application. Applicant’s statement referred to the 
entry of this application into the National Stage under 35 USC 371. Thereafter, an RCB 
was filed on October 18, 2001 . We respectfully request that the Examiner make note of 
this to correct any confusion on this point. 

It appears that from these statements that Applicant may be asserting that by filing an 
RCE of the present National Stage application filed under 35 USC 371, the present application is 
no longer a National Stage application filed under 35 USC 371 . However, this is not the case. 
See, for example, MPEP section 706.07(h), which states that an “RCE is in fact continued 
examination of the same application”, filed under statutory authority from 35 USC 132(b), i.e., is 
not a “new” application filed under statutory authority from 35 USC 1 1 1(a), 120, or 121. Thus, 
the above explanation, previously provided, about the deficiencies of the declaration, has not 


changed. 

A new declaration is required, as indicated above, correcting the above-noted 
deficiencies. 
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Priority 

4. Acknowledgment is made of applicant's claim for foreign priority under 35 

U.S.C. 1 19(a)-(d) to PCT/EP96/04790. A request for foe certified copy of this application has 

been made to WTPO Acknowledgment is made of applicant's claim for priority under 35 

U.S.C. 1 19(a)-(d) based upon an application No. 3235/95 filed in Switzerland on November 6, 

1 995, A claim for priority under 35 U-S-C. 119(a)-(d) cannot be based on said application, 

since the International Application of which the present application is the national stage 

(PCT/EP97/0SZ16) was filed more than twelve months thereafter. See 35 U-S-C. 119(a)- 

(d)h and particularly section 119(a) which states the following:(a) An application for patent 
for an invention filed in this country by any person who has, or whose legal 
representatives or assigns have, previously regularly filed an application for a patent for 
foe same invention in a foreign country which affords similar privileges in the case of 
applications filed in the United States or to citizens of foe United States, or in a WTO 
member country, shall have foe same effect as the same application would have if filed in 
this country on foe date on which the application for patent for the same invention was 
first filed in such foreign country, if the application in this country is filed within 
twelve m o nths from die earliest date on which such foreign application was filed-, but 
no patent shall be granted on any application for patent for an invention which had been 
patented or described in a printed publication in any country more than one year before 
foe date of foe actual filing of foe application in this country, or which had been in public 
use or on sale in this country more than one year prior to such filing. 

In the instant case, the application in this country, ie. T PCT/EP97/0521 6, which is an 

international application designating the U.S., was filed on September 23, 1997, which is later 

than twelve months from the date of filing of the Swiss application no. 3235/95, filed November 

6, 1995, and thus, PCT/EP97/05216 is not entitled under 35 USC 119 to the priority dale of 

Swiss application no. 3235/95. 

Additionally note that the claim for priority to the Swiss application No. 3235/95 was not 
made in the request of foe International application of which foe present application is the 
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Applicadon/Control Number: 09/068,278 
Art Unit: 3722 


Page 5 


national stage. For purposes of clarity, the present application is a 371 of 

PCT/EP97/052 1 6 (filing date of PCT is 9/23/1997), and additionally, a proper claim for priority 
under 35 USC 1 19 to the following applications has been made: Swiss Application 2329/36 
(filing date 9/23/1996) and PCT/BP96/04790 (filing date 1 1/4/1996). Drawings 

6. The drawings are objected to under 37 CFR 1.83(a). The drawings must show every 
feature of the invention specified in the claims. Therefore, the “group of cable processing toots 


consisting of at least one of “clamping tools, marking apparatuses and grinders’’ of claim 43 and 
the processing station comprising at least one transport or processing station, selected from the 
group consisting of “an insulation stripping station, a sawing station, a catting station, a twisting 
station, a shaping station, a crimping station, a soldering station, a cable processing station, and a 
manipulator" of claim 1.01 must each be shown or the features) canceled from the claim(s). No 
new matter should be entered. 

7. Note also that the Form PTO-948 (Notice of Draftsperson' s Patent Drawing Review) that 
was an attachment to paper number 12 objected to the drawings because of the German captions, 
among other things. 

8. Applicant is required to submit a proposed drawing correction in reply to this Office 
action. However^ formal correction of the noted defect may be deferred until after the examiner 
has considered the pro)x>scd drawing correction. Failure to timely submit the proposed drawing 
correction will result in the abandonment of the application. 

9. Corrected or substitute drawings were submitted on August 27, 2002, Specifically) a 
proposed new Figure 33 was submitted to attempt to show the claimed features indicated in the 
office action mailed February 27, 2002 as not being shown. Applicant has cited a number of 
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locations in the specification as originally filed for providing support for the newly filed Figure. 
However, none of these locations teach the level of detail shown in the proposed Figure 33. 
However, note that claim 43 sets forth plural tool holders in a -lateral direction”, (which lateral is 
“sideward” with respect to the transport path of the cable, per claim 3 9). Newly proposed Figure 
33 does not show lateral plural toolholders holding at least two tools selected from the group of 
cable processing tools consisting of at least one of “clamping tools, marking tools, and grinders" 
as set forth in claim 43, but instead shows marking rollers 205, 206 (per the paragraph added to 
the specification, page 42, before the last paragraph, that describes Figure 33, in the response 
filed 8/27/2001) spaced longitudinally along the transport path from holders bolding cutting 
knives, spaced longitudinally from grinders 208, 209 (per the paragraph added to the 
specification, page 42, before the last paragraph, that describes Figure 33, in the response filed 
8/27/2001), and thus claim 43 does not provide support for newly-proposed Figure 33. 

Regarding the airsertion (p. 22 of the response filed August 27 , 2002) with respect to 
original claim 14, original claim 14 depended from any of the preceding claims, including 
original claim 2, and original claim 2 depended from original cl a i m 1 . Original claim 1 set forth 
“at least one knife station", original claim 2 further set forth that “the knife station for receiving a 
plurality of tools is formed transversely with respect to the transport path so that each tool can be 
positioned in a working position along the transport path, at least two, optionally continuously 
positionable, holding apparatuses being provided for the tools, and the tools being selected from 
the group consisting of the cable-processing tools, for example, comprising: knives, crimping 
tools, twisting tools, punching tools, clamping apparatuses, marking apparatuses, grinding 
apparatuses, etc”, and original; claim 14 further set forth “wherein, a plurality of tool support feed 
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means having a plurality of tool (supports (1,2) ire arranged along the axis”. Note that nothing in 

i I , 

these claims, nor in the specification as originally filed, provides the level of detail shown in 

i i 

newly-proposed Figure 33. Forjexample, nothing in the specification as originally filed teaches 
the order of the marking, cutting, and grinding devices shown in new Figure 33, nothing teaches 
that the marker is a roller-type marker, nothing teaches that the grinder is a roller-type grinder. 
Additionally, these claims set forth '‘at least two, optionally continuously positionable holding 

; i 

apparatuses provided for the tools”, e.g., markers, grinders, clamping apparatuses, etc., (see 
original claim 2). Note that Figure 2 does not show the marking and grinding devices in the 
originally-claimed manner, but rather shows rollers that are not held by any “holding 
apparatuses”. j . 

i 

Therefore, newly-proposed Figure 33 constitutes new matter as the specification as 
originally filed did not provide support for the arrangement of tools set forth in this figure. 

Therefore, the proposed drawing correction submitted August 27, 2002, is not approved. 

1 0. Additionally, note that there arc other types of stations set forth in claim 1 0 1 as described 

J 

above that are not shown in proposed Figure 33, and thus proposed Figure 33 does not overcome 
the objection to the drawings as not showing details of all elements of the claimed invention. 

I Specification 

11. The amendment filed August 27, 2001 is objected to under 33 U.S.C. 132 because it 
introduces new matter into the disclosure. 35 U.S.C. 132 states that no amendment shall 
introduce new matter into the disclosure of the; invention. The added material which is not 

; S 

supported by the original disclosure is as follows: the new paragraph describing Figure 33. Note 
that the specification as originally filed does n6t provide support for the particular arrangement 
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Art Unit: 3722 

of tools set forth in this paragraph, as described in the above explanation about why Figure 33 is 


not approved. 

Applicant is required to cancel the new ratter in the reply to this Office Action. 

Claim Rejections - 35 USC § 112 

12. The text of those sections of Title 35, U.S. Code not included in this action can be found 

in a prior Office action. \ 

13. Claims 40, 75-82, 100-113, 115-116, and 125 are rejected under 35 U.S.C- 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. Claims 40, 75-82, 100-113, 11 5- 11 6, and 125 
are replete with instances that do not particularly point out and distinctly claim the subject matter 
of appli cant’ s invention. Examples of these instances are listed below, but these instances are 

i 

not limited to the listed examples. Applicant is advised to closely revierw the indicated claims for 
other occurrences. It is noted that Applicant, on pages 20-21 of the response filed August 27, 
2002, made a n umb er of explanations to try to clarify many of the issues with respect to 35 USC 
1 1 2, second paragraph that were pointed out by the examiner in the office action mailed 
February 27, 2002. However, it is noted that in many cases, Applicant did not amend the claims 
in question. For example, in the rejection of claim 40 under 35 USC 1 12, second paragraph, the 
Examiner stated that “it is unclear how the upper and lower positions of the tools "can be 
combined” as claimed”, for which Applicant provided an explanation on page 20 of the 
aforementioned response. However, Applicant did not amend this claim. Thus, the rejection still 
applies, because it is unclear as set forth in th;e claim how or in what regard the "upper and 
lower positions” of the tools “can be combined”. 
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There are several positively recited limitations that lack, sufficient antecedent bases in the 
claims. The following list of examples is not meant to be all-inclusive. Examples of these 
instances are: “said darnping and centering apparatus” in claim 77; "said processing station” in 
claim 79 (plural different ones previously set forth); “said clamping and centering jaws” in claim 
77; “the rotatable blade’' in claim 82 (previously at least one); “said clamping and centering 
apparatus” (previously “at least one”) in claim 1 13; “said transport path” in claim 1 15, etc. 

I 

Applicant is required to review the indicated claims for further similar instances. 

In claim 82, it appears that in line 2, “and" should be changed to —or— to be consistent 
with the alternative “or” provided in claim 75. Otherwise, it is unclear how many rotatable 
blades applicant is intending to set forth, as claim 75 only provides one rotatable blade via the 


alternative “of” in line 3. 

As set forth in claim 100, it is unclear as claimed in what regard a “path”, Le. ; a location, 
is “coordinated” with a “processing station”. As a side note, it is noted that the structure of claim 
100 is not tied or related in any way via any claim language to the structure set forth in claim 88. 

In claim 107, it is unclear via the use of the indefinite article “a” as claimed whether “a 
tool support” is intended to be a subset of the “at least one tool support” previously set forth Cm 
claim 88). 

In claim 40, it is unclear how the upper and lower positions of the tools “can be 

i 

combined" as claimed. 

In claims 75 and 108, it is unclear aa claimed whether “the first processing station” (cl. 

75, “the processing station” in cl. 108) comprises (in one alternative) “a second processing 
station”, or whether the “apparatus” comprises' either of a “first” (cl. 75, “a processing station in 


ZT0® 


HnvSN3XS3N XH390 K 


SS80CZCS0S XVd tV-ZT COOZ/fO/90 



■03/13/03 TEU 16:29 FAX 703 3087957 


1 


Applicalion/Control Number: 09/068,278 
Ait Unit 3722 


us patent [mi h|6!^q ujajsea] fjd INtt G0IW9 J® < S980KCS0S > wojj psAMaa 

o 

Page 10 


cl. 108) or a "second” processing station. Also in claim 75, it is unclear from at least one 
transport path” what the path is a transport of; i.e., for transporting what? 

In claim 107, as amended, tho scope of the claim is unclear because it is unclear as 
claimed what actuators are encompassed by the limitation of a mo tor-- control led actuator (101) 
known per se”, i.e., it is unclear exactly what constitutes a “known per se” motor-controlled 
actuator. Examiner suggests deleting “known per se” from this claim. 

In claim. 125, rt is unclear as claimed in what regard the action of opening and closing the 
belts is “cable-shape dependent”. 

Claim Rejections - 35 VSC §102 

14. Claims 88, 39-45, 89, 90, 84, 1 17, and 123, as best understood, are rejected under 35 
U.S.C. 102(a) as being anticipated by Japanese Patent No. 09-046844 (Toraoji). 

15. Applicant cannot rely upon the foreign priority papers to overcome this rejection because 
a certified translation of said papers has not been made of record in accordance with 37 CFR 
1.55. See MPJBP §201.15. 


16. Tomoji discloses the claimed invention comprising: a pair of tool supports (not 
numbered, but attached to the bottoms of supporting bodies 4, 4’), at least two tools 7 in pairs 
7A-7D (see Figure 2), and a tool support feed 3 above a first transport path (not numbered but 
coincident with 8), along which a cable/wire 8 is inserted in a feed direction, wherein the tool 
support feed 3 is formed for a controlled lateral drive along moving rails 5, 5’ (see Figure 2 and 
abstract, lines 4-5 of the “Solution” section) for controlled sideward movement of the tool 
supports. Note that rails 5, 5* are perpendicular to the vertical (as viewed in Figure 2) working 
direction of the tools. Also note, with respect to claim 88, that the lateral positioning of the tool 
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support can be controlled to any number of desired positions along rails 5, 5\ With respect to 
claims 90 and 40, Tomoj'i also discloses separate tool support feeds 3, 3 * coordinated with each 
of the tool supports (see Figure 2 and abstract, line 5 of the “Solution” section that teaches 
selective movement) . With respect to claim 41, the tool supports are both ultimately connected 
to the part shown in Figure 2 as element 2, and “can” be displaced together with this common 
support part. With respect to claim 42, note that the pairs of tools (first pair 7B, 7D; second pair 
7 A, 7C as shown m Figure 2) are arranged laterally with, respect to the wire feed direction, and 
that the tools or knives 7A-7D are cable processing tools (see entire Abstract). With respect to 
r^iVn 43, it is noted that blades are cutting tools. With respect to claim 89, the tool supports are 
“adjustable” toward and away from the path of the wire 8 both vertically (as viewed in Figure 2) 
and horizontally (as viewed in Figure 2) along fails 5, S’. With respect to claims 84 and 1 17, as 


best understood, applicant is claiming that at least one from, the list of (1) upper and lower roller, 
(2) continuous belts of a pair of rollers, (3) a pair of continuous belts, and (4) upper and lower 
tool holders, has each of the plurality of items (i.e., if item (1) is met, both the upper and the 
lower roller) displaceable as claimed. Totnoji teaches that both the upper and lower tool holders 
are displaceable transversely with respect to the transport path as described above (Le., both 
vertically and horizontally as viewed in Figure 2). Note that if the upper tool holder was moved 
to the right (as viewed in Figure 2) along rail 5 and the lower tool bolder was moved to the left 
(as viewed in Figure 2) along rail 5’, a cable lying in between the tool holders could be twisted. 
With respect to claim 1 23, the tools 7A-7D, the supports, and the positioners are all within one 
“module” as viewed in Figure 2. 
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17. Claims 88, 39, 41-49, 75-79, SI 84,85,89, 100-113, 115-118, and 121-123, as best 


4,879,926 (Wollennann et al). Wollen nann et 41. teaches a wire insulation stripping apparatus 
(shown in Figure 1 as a whole) having • nrograrinnable strippers 12 at workstations W$ (see 
Figure 1 and column 9) for stripping th : ends of wire segments 18 that are continuously fed via 
conveyor mechanism 1 1 (see Figure 1) Bach jw orkstation WS (there are two such workstations 
shown in Figure 1) has a turret 76 (Figi res l, 2, 7, 8). Each turret 76 has an upper sector 77B 
and a lower sector 77A (see Figures 2 1 nd 10 specifically). Each of these sectors has a plurality 

of insulation cutting means such as 101 A and k®lB including knives such as 91A and 91B 

I 

arranged in pairs (Figures 10, 7, and 2, and column 11, lines 27-44 and column 12, lines 1-19), 


The upper and lower sectors 77B and 1 7A constitute “tool supports”. The turret 76 is rotated 

i 

about the axis of shaft 43 by a drive m< ans 90jthat includes a step motor 92 (Figures 3 and 7 and 


column 11, lines 57-60). Note that cor tool of jthe various drives taught by Wollermann are 
effected by a CPU (column 9, lines 20- 24), add that a sensor is employed in conjunction with the 

i 

CPU to signal a home position when a wire tej t* stripped is in position (column 16, lines 33-42). 
Also note that as the turret 76 is rotated, the tool supports 77A and B will be moved in a 


direction that is perpendicular to the working drection of the tools (as the tool working direction 
extends into the paper as viewed in Figure 1 an i the direction of movement of the tool supports 
77A and B is in the plane of the paper Ls viewed in Figure 1). Note that the embodiment shown 
in Figures 7 and 8 has six mounting portions 8’ each of which can have a parr of blades 
mounted thereto, and t hat thus the sup >oits car be controlled to at least six different positions. 
With respect to claim 39, note that the feed drection of the, wire or cable 18 is vertically as 
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1 1 . With respect to claim 4 1 , the upper! and low 


Application/Control Numben 09/068,278 
Art Unit: 3722 ; j 

; ! 

shown in Figure 1 , and that the bisecting centorfcic of each wire or cable 1 8 (would be vertical as 

: i 

j | 

shown in Figure 1) defines a “first transport pddli” as the wire or cable 18 is fed via the conveyor 


er tool supports 77B and 77A are both mounted 


on shaft 43 for rotational movement lherewithj(coIumn 11, lines 3-6 and 46-47). With respect to 

claim 44, the tool supports 77B and 77^. havemiounted thereon slide members 106B and 106A 

• ! 

(Figures 10 and 4) which in turn haVe rjrounted.lthereon. the blades 91B and 91A (Figures 4 and 

| i i 

]0 and column 15, lines 1 1-12). Actuation of jti ansducers 171 A and 171B actuates the slide 

members 1QSB and 106A of the tool supports toward and away from, one another, which is also 

j j i 

toward and away from the first transport path [(Figure 4 and column 15, lines 1 1-20). With 


I, ! 


respect to claim 46, note that the cable 


or wire 

i 

I 


(Figures 2-5) With respect to claims 75 and 1 08, note that the blades are mounted to a rotating 


8 is fed between pairs of blades 91B and 91 A 


turret 76 as described above, and that the axislcf rotation of the turret extends along shaft 43 

i i 

which is “along”, i.e., beside or at hand to, th^ first transport path as set forth above. With 

i 

respect to claims 76 and 109, the cable or wire 1 8 is held via gripp ing and guiding means 1 41 

i i r 

while being incised with the blades piA, 9lBj(colutnn 16, line 56 through column 17, line 1). 

As viewed in Figure 4, the gripping! and guidm* means 141 utilizes upper and lower gripping 

i ( I 

jaws 152 and 151 to grip the wire 18 op two sides thereof. As the gripping and guiding means 

I jpoLition ini - 


141 is guiding the wire to a desired jposition i 


“guiding” means), it inherently holds the wir& 


then holding it there (note “gripping” and 
118 in a “centered” manner. Also note that the 


gripping jaws 1 52 and 151 are in thjs immediate vicinity of the blades 91A and 91B (see Figure 

j | : 

4). With respect to claim 1 10, the blade and camping drives are “coupled” via common control 
by the CPU. With respect to daimjl ljl, as besjt understood, the clamping and blade drives are 
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"separated” in that they do not function simultar eously (columns 1 6-1 7). With respect to claims 
1 1 2 and 113, note that while the gripping jaws a re holding the wire 1 8 , they do not rotate. With 
respect to claim 77, note that a vertical plane thut is in the plane of the paper as viewed in Figure 
4 could intersect or contain both of the gripping jaws 152 and 151 such that they would “lie” in a 
plane, and that each jaw has a retaining surface [not labeled, but shown as approximately 
horizontal in Figure 4). Note that it is “possible” to close the jaws 152 and 151 to approximately 
zero cable diameter by pivoting them about piv< »t shafts 1 57 and 156 until the jaws meet (see 
Figure 4). With respect to claim 78, note that the gripping and guiding means 141 has a slide 
frame 142 that reciprocates in the direction of arrows 198 and 199 (see Figures 6 and 11 and 
column 14, lines 12-19), and that the gripping and guiding means 141 comprises setscrews 158 
and 159 that function as stops to vary the open spacing between the gripper jaws 152 and 151 
(column 14, lines 29-37). Specifically regarding claim 79, the workstations WS include the 
blade turret 76 and the gripping and guiding means 141 . The workstations WS each constitute 
“automatic processing modules”, and are “removably'’ mounted on the cable processing machine 


(shown as a whole in Figure 1 ), in that the workstations can or are “able” to be removed via 


removing machine bolts 26 (see column 9, linefe 45-58 and Figures 2-4). Specifically regarding 
claim8l,jaws 152 and 151 are part of arms 149 and 148 which are shown in Figure 4 as “L- 
shaped”, and the jaws 152 and 151 each have i serrated gripping portion (column 14, lines 39- 
41) that covers a “substantial” axial range of a cable sheath and ends that project directly 
adjacent to the knives 91 A and 9 IB (see Figur : 4). With respect to claims 84 and 1 17, as best 
understood, applicant is claiming that at least tine from the list of (1) upper and lower roller, (2) 
continuous belts of a pair of rollers, (3) a pair of continuous belts, and (4) upper and lower tool 
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holders, has each of the plurality of items (ie 


, if item (1) is met, both the upper and the lower 


roller) dis pl a c eabl e as claimed. WoUermann! teaches that the slide membei's 106B and 106A 


(described above) are mounted on tool supports I 


from one another, which is also toward and aw ay from the first transport path (Figure 4 and 
column 15, lines 1 1-20). With Tespect to claims 85 and 1 18, note that the aims 148 and 149 can 


be “swiveled'’ downwardly and upwardly about 


100, note that the conveyor mechanism 1 1 is 


pivot shafts 156 and 157. With respect to claim 
composed of two spaced apart conveyor units 16 


and 17, one of which is stationary and one of which is laterally adjustable (column 9, lines 3 1 - 
37) via movable carriage 3 1 (colunim 10, lines 43-55). As described above, the bisecting 


centerline of the wires 1 8 (would hie vertical 


as 


viewed in Figure 1) describes a transport path. If 


processing station, as described above, there 


52). Specifically regarding claim 
to transport the cable or wire 18, and could ?e 
be “transporters”, and as viewed ip Figure 1 


77B and 77A for movement toward and away 


the carriage 3 1 is moved in the direction of smews 74A and 74B (Figure 7, column 10, lines 43- 
55, which is to the left or right as viewed in Figure 1), a different bisecting centerline would be 
defined, and thus a different traospbrt path Woiild be defined. With respect to the further 


are plural stripper 1 2 workstations WS, and 


, i 

additionally, there are also terminal applying stations 19 (Figure 1 and column 9, lines 32-44) 
which could constitute any of the '[shaping station”, the “crimping station”, or the “cable 

I 

processing station” set forth in claim 101. With respect to claim 102, the carriage 31 is mounted 

i 

in linear guideways 23 (column 9,ilines 55-58) transversely to the transport paths as described 
above, and “can be” moved via a drive apparatus including step motor 58 (column 10, lines 43- 

jl03, as pieviously described, conveyor units 16 and 17 serve 


:onsidered with respect to this particular claim to 
j, the conveyors 16 and 17 each extend vertically 
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beyond the top and bottom (constituting the “bojth sides” claimed) of each, of the stripping 12 

! i 

stations WS. With respect to claims 104 and I0j5, the CPU controls all of the drives in 


prearranged sequences (column 9, lines 20-24). 


With respect to claim 107, note that the claim is 


not a method claim, and that Wollcnnann teaches the claimed apparatus structure of a transporter 
(the carriage 31 in this instance) that is cojuiectjd to the blade station WS by the step motor 58 
that positions both the carriage 31 and theistripping device (i.e., the turret 76 and the gripping 
and guiding means 141) as the stripping device is attached to the carriage (column 1 0, lines 43- 
64). Note that the adjustment of carriage 3 1 could result in a “diametrically opposite” transverse 
“adjustment” of the stripping station WS as the| can be moved relative to one another (column 

10, lines 63-64). With 1 'espcct to claim 1 IjS, noi ;e for example that the carriage 31 (which coaid 

! 

be considered a transporter) has ultimately mounted thereon the knives 91A and. 9 IB which are 
movable “symmetrically with respect to the transport path as described above. With respect to 
claim 106, note that the two conveyors 16 and 17 are also controlled by the CPU. 

Claim Rejeatio j ts - 35 USC §103 
18. Claims 87, 120, and 125, as best understood, arc rejected under 35 U.S-G. 103(a) as being 
unpatentable over U.S. Patent No. 4,879,926 (Wohermann et al.) as applied to claims 88 and 39 


above, and further in view of U.S, Paten! No. 31 


aspects of the invention as claimed claims 87, 120, and 125 as described in the above rejection 


based thereon, but does not teach that thejcable 


and 2, column 4, lines 12-15) and a dispteceabl 


109,598 (Koch). Wollermann et al. teaches all 


drives 16 and 17 are belt drives. Koch teaches a 


driving system for clamping and driving & cable 18 utilizing a stationary belt drive 1 (Figures l 


\t belt drive 2 (Figures 1 and 2 and column 4, lines 


22-2S). Koch* 8 belt drives are coordinated with the cable-working (in this case, a stripper and 
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terminal applicator) device (column 6, linjes 4-2. >). In the cable driving devices 16 and 17 taught 
by Wollennana, very little detail is provided. Note that in Figure 4 of Wollermann, it appears 
that the wire or cable 1 8 is passed througbljn oversized bore in conveyor 17 so as to be conveyed 
thereby. This system, while allowing a vkiety of wire diameters to be used, does not provide for 
firm gripping of the wire 18 by the conveyor 17, which could lead to manufacturing error. 


4 

Therefore, it would have been obvious toj 

! 

i 

invention was made to have substituted ej 

! 

et al. with first and second belt drives (fori 


have coordinated the movement of these |l ielt drives with the CPU taught by Wollennaim et al. 
for the purpose of increasing manufacturi i ? aa uracy by providing that the transported wires are 


all of the limitations of the base claim and 


20. Applicant's arguments submitted 
not persuasive. 


»pe having ordinary skill in the art at the time the 
of the conveyors 16 and 17 taught by WoUerroann 
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